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1 . The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

2. Claims 16-19 and 22-27 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. Claims 16-19 and 22-25 
remain indefinite for the reason stated in the same rejection in the last office action. 
Again, the specific package features that are intended to be encompassed by all of 
the limitations in the claims having to do with the features of the mold can not be 
determined. With regard to new claim 26 it is not clear what is intended by the 
recitation that the longitudinal edge is slightly curved in view of the recitation in 
claim 1 1 that it is the closing parts that are slightly curved. Claim 27 has the same 
defect, and moreover, claim 27 is drafted so that it is not clear whether the claim 
requires the package to have a curved edge. For example, the claim is vague as to 
whether the "curved longitudinal edge" therein is the same as or different from the 
"longitudinal edge" of claim 11. 

3. Claims 1 1-13 and 15-27 are finally rejected under 35 U.S.C. 102(b or e) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Kumakura et al. (2006/0000738) alone, or Kumakura et al. in view of the 



Application/Control Number: 10/553,334 Page 3 

Art Unit: 3728 

applicant's own disclosure of the prior art. The rejection is set out in the last office 
action and is incorporated herein in its entirety by reference. 

4. Claims 1 1-13 and 15-27 are finally rejected under 35 U.S.C. 102(b or e) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Hauser 
et al., Paik or Freehan Jr., alone, or further in view of applicants own disclosure of 
the prior art. The rejection is set out in the last office action and is incorporated 
herein in its entirety by reference. 

5. Applicant's arguments filed 3/1 0/09 have been fully considered but they are 
not persuasive. In the last office action claims 16-19 and 22-25 were rejected 
because it was not clear to the examiner how the limitations in the claims having to 
do with the moid further limited the claimed packages. In response applicant states 
that it is the applicant's belief that the recited mold features impart structural 
limitations to the series of packages claimed. See the bottom of page 1 of the 
Remarks. However, this statement clearly does not address the basis for the 
rejection. That is, the applicant's argument does not state what the structural 
limitations of the package or packages are that the claimed mold features are 
intended by the applicant to encompass. As a different issue, it is noted that at least 
for now, the applicant does not appear to be arguing that any specific structural 
elements that may be encompassed by the mold features and process steps are not 
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shown by the prior art. On the other hand, the examiner presumes that all of the 
many limitations having to do with the mold features are in the claims to the 
package or packages for a reason. The examiner is merely asking why. 

Next, the applicant also argues that the structure implied by process steps 
should be considered when assessing the patentability of product-by-process 
claims over the prior art, "especially. . .where the manufacturing process steps 
would be expected to impart distinctive structural characteristics to the final 
product". Again, this argument merely restates relevant authority without 
answering the examiners question. For example, the examiner never indicated that 
product-by-process steps should be ignored during examination. The question is, 
what is/are the structural elements in the claims in this case that are implied by the 
process steps recited in the same claims? In the first paragraph on page 2 of the 
Remarks the applicant appears to indicate that the answer may be found in the 
language added to each of the independent claims rejected under the noted ground 
of rejection, at the ends thereof. Applicant restates the limitation in the claims that 
the packages differ in one of form, suspension means and receiving means based 
on the first and/or second insert pieces provided. This argument is unconvincing. It 
still does not give a clue as to the particular structure of the packges that is added 
by the process step/mold features in question. For example, what is the structural 
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difference between packages that differ in at least one of form, suspension means 
and receiving means on the one hand, and packages that differ in one of these 
attributes based on insert pieces provided in the mold from which the packages are 
made? The examiner can not make out what the structural differences would be. 
Additionally applicant's argument does not account for all of the other mold 
features and process steps recited in the claims. For example only, looking at claim 
16, the applicants argument clearly does not address what the specific structural 
features of the packages are, that are added by all of the mold features and process 
steps recited from lines 7 through lines 15 of the claim, these portions making up 
more than half of the claim. Claim 1 6 is a product claim. While not specifically 
stated by applicant in the proferred argument as to what the law is in this area, 
there is clearly absolutely no requirement that applied prior art show the process 
steps. Again the question is what are the structures that all of the process steps and 
mold features in all of the claims add to the respective claims? 

Regarding the rejection over the prior art, the examiner first notes that per 
the usual practice, the claims are rejected based on those portions thereof that can 
reasonably be understood. The examiner also initially notes that as indicated 
above, applicant's arguments are also confined to these portions of the claims. 
Thus applicant argues that the applied prior art does not disclose slightly curved 
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parts adjacent the hinge. The examiner disagrees. Like most packages of the type 
under consideration herein various portions of the closing parts of the applied 
references are clearly identifiable as being "slightly curved" "at least adjacent the 
hinge means", as specifically recited in the claims. As seen in the applied 
references the curvatures can be for holding specifically shaped product or for 
aesthetic reasons. Clearly applicant is not the first to make portions of closing parts 
of injection molded packages "slightly curved". Applicant also argues that there 
are no curved parts of the prior art packages that make those packages 
freestanding. In response it is pointed out that this is not what the claims require. 
For example, claim 1 1 can clearly be interpreted as requiring that the package be 
capable of standing freely on a longitudinal edge located adjacent the hinge means 
or formed by the hinge means as well as requiring the slight curvature discussed 
previously. The claim does not have to be interpreted in such a way that the two 
are connected. In any event, like many other packages of the type under 
consideration here, the packages of the applied prior art can freely stand on 
longitudinal edges located adjacent their hinges based on the shape of the packages 
adjacent the hinges. Some of these shapes can be described as slightly curved. 

In conclusion, claim 1 1 (a combination that for the other independent claims 
forms the majority of the portions of the claim that can reasonably be understood) 
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is too broad. In addition to the cited prior art, many more common packages 
indicate tlie same. One merely has to look in ones refrigerator or visit a grocery 
store and pick up a ubiquitous egg carton and stand it on a portion of its edge 
adjacent the hinge. Note also all of the various portions of the carton closing parts 
that can be said to be adjacent the hinge and "slightly curved". The examiner just 
tried it with an egg carton and with a small plastic toolbox in the examiners 
possession and it worked just fine. 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension 
of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will expire on the date the 
advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will 
be calculated fi-om the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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7. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Jacob K. Ackun Jr. whose telephone number is 
(571)272-441 8. The examiner can normally be reached on Monday through Friday 
8.30AM-5.00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Mickey Yu can be reached on (571)272-4562. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to 
the automated information system, call 800-786-9199 (IN USA OR CANADA) or 
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571-272-1000. 



/Jacob K. Ackun Jr./ 

Primary Examiner, Art Unit 3728 



